-V 




United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P O. Box 1450 , 
Alexandria, Virginia 223 1 3- 1 450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



09/683,380 



12/19/2001 



9)9 7590 11/20/2003 

PITNEY BOWES INC. 
35 WATERVIEW DRIVE 
P.O. BOX 3000 
MSC 26-22 

SHELTON, CT 06484-8000 



Robert A. Cordery 



F-441 



7715 



EXAMINER 



ALEXANDER, LYLE 



ART UNIT 



PAPER NUMBER 



1743 

DATE MAILED: 1 1/20/2003 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summary 



Application No. 

09/683,380 



Examiner 

Ly!e A Alexander 



Applicant(s) 

CORDERY ETAL 



Art Unit 

1743 



- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH (S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Ex'nn -ons of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
flf- r 'IX (5) MONTHS from the mailing dale of this communication, 

- If I ■« -riod for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If KO oriod for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- F; to f jply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- An- r e iy received by the Office later than three months after the mailing date of this communication, even if timefy filed, may reduce any 
ear ;t, patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)0 Responsive to communication(s) filed on 14 August 2003 . 
2a)B This action is FINAL. 2b)D This action is non-final. 

3) ^7 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
Dispose >n of Claims 

4) £l :ia : m(s) 1-17 is/are pending in the application. 

'"a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) [\j Claim(s) 1-17 is/are rejected. 

7) I 1 Claim(s) is/are objected to. ^ 

8) Q Claim(s) are subject to restriction and/or election requirement. CO 

Application Papers 

9) Lj The specification is objected to by the Examiner. < 
1 0)Q 1 he drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. ^ 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). ^> 

1 1)l7 The proposed drawing correction filed on is: a)D approved b)Q disapproved by the Examiner. p- 

!f approved, corrected drawings are required in reply to this Office action. ^ 

12) r ~' T he oath or declaration is objected to by the Examiner. O 
Priority .j ider 35 U.S.C. §§ 119 and 120 HQ 

1 3) Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
a)[]AII b)D Some*c)D None of: 

* □ Certified copies of the priority documents have been received. 

2. G Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* .^ee the attached detailed Office action for a list of the certified copies not received. 

14) [_ /^knowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) C Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachnv n' ) 

1) E f -r*i - of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) Paper No(s). . 



2) if Craflsperson's-Patent Drawing Review (PTO-948) v 5) □ Notice of Informal Patent Application (PTO-1 52) 

3) ' ' 3 ' dtion Disclosure Statement(s) (PTO-1 449) Paper No(s) N 7Jt . 6) □ Other: 



U.S. Pate-' i' .ctema-h Clfice 



PTOL-3: j. 04-0 1 ) Office Action Summary Part of Paper No. 9 
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Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

! Claim 15 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 

for failing to particularly point out and distinctly claim the subject matter which applicant 

regards as the invention. 

Claim 15 is vague and indefinite what is intended by "OCR'. Clarification could 

be achieved by not using the acronym. 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1 . 1 30(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 4-12 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-9 of copending 
Application No. 09/818,195. Although the conflicting claims are not identical, they are 
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not patentably distinct from each other because both are directed to method of 
capturing the images of mail and correlating it to a hazard. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claims 1 -3 and 1 3-1 7 are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-1 1 of U.S. 
Patent No. 6,613,571 Although the conflicting claims are not identical, they are not 
patentably distinct from each other because both are directed to an apparatus for 
detecting hazards in mail. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on ah application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1 ), (2), and (4) of section 371 (c) of this 
title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AIPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AIPA (pre-AlPA 35 U.S.C. 102(e)). 
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Claims 1-17 are rejected under 35 U.S.C. 102(e) as being clearly anticipated by 
Sansone (US 2002/0141613). 

Sansone has a different inventive entity than the pending application and an 
earlier filing date of 3/27/01 and qualifies as prior art. This reference teaches 
substantially the same method and apparatus as presently claimed where mail is 
screened for hazardous components by both processing the image on the face of the 
mail and by other chemical detectors. 

Claims 1-17 are rejected under 35 U.S.C. 102(e) as being clearly anticipated by 
Tsikos et al. (US 2003/0062414) 

There are many PG publications by Tsikos et al. or a common inventive entity 

that are duplicative in teaching the same features as the one cited by the Office. This 

reference is a continuation of an application with a filing date of 11/21/01 which beats 

the filing date of this application. 

Tsikos et al. generally teaches a system for screening mail. The system includes 
means for scanning the face of the document and achieving this information as well as 
a'arm systems to indicate a hazardous condition (see paragraph 1844). Paragraphs 

1386 and 1 529 teach subsystems, such as airport x-ray scanning. 
s"stems, 

cargo x-ray scanners, PFNA-based explosive detection systems 
("OS) , Quadrupole 

Resonance Analysis (QRA) based or MRI-based screening systems 

for 

screening/analyzing the interior of objects to detect the 

p-esence of 

c* ntraband, explosive material, biological warfare agents, 
c: emical warfare 

ajents, and/or dangerous or security threatening devices. 

Claims 1-17 are rejected under 35 U.S.C. 102(e) as being clearly anticipated by 
Call et al. 
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Call et al. teach a system for screening mail. Figure 1 
displays the detection means for contaminating agents and the 
network to identif y (e . g . alarm) the suspicious mail. 

Response to Arguments 

Applicant's arguments filed 8/14/03 have been fully considered but they are not 
persuasive. 

Applicants state Sansone, Call et al. and Tsikos et al. have been overcome by 
the amendments to claiml that specify "contaminant detection" and claim 4 that specify 
"to determine an initial quarantine condition". The Office maintains Sansone, Call et al. 
and Tsikos et al. teaches detection of a hazardous condition and flags the appropriate 
mail and can be properly read on the above amendments (e.g. if the mail, is hazardous it 
is quarantined). 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
. § "06.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TY'O MONTHS of the mailing date of this final action and the advisory action is not 
ma led until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
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extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lyle A Alexander whose telephone number is 703-308- 
3893. The examiner can normally be reached on Monday, Wednesday and Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill Warden can be reached on 703-308-4037. The fax phone number for 
the organization where this application or proceeding is assigned is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 



0651. 




Lyle A Alexander 
Primary Examiner 
Art Unit 1743 
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